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-The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

THE REPLY FILED 09 January 2002 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
Therefore further action by the applicant is required to avoid abandonment of this appl.cat.on. A proper reply to a 
final Selection under 37 CFR 1 1 13 may only be either: (1 ) a timely filed amendment which places the application in 
SnSn [for "all^rS; W a timrty^T^ of Appeal (with appeal fee); or (3) a timely filed Request for Continued 
Examination (RCE) in compliance with 37 CFR 1.114. 

PERIOD FOR REPLY [check either a) or b)] 

a) □ The period for reply expires months from the mailing date of the final rejection. 

b) □ The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection whichever is later. In 

no even however will the statutory period for reply expire later than SIX MONTHS from the mailing date of the i final rejection. 

ONLY CHECK T H is BOX WHEN THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE FINAL REJECTION. See MPEP 

F^Sle mav be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension 
fee ha ? Sled s ^f?^^dMnlng ^period of extension and the corresponding ^^S^So^SS?o? 
ee under 37 CFR 1 17(a) is calculated from: (1) the expiration date of the shortened statutory penod for reply ong.na My set in the final Office acton, or 
Sas set forth in (b) above ifchecked. Any reply received by the Office later than three months after the ma.hng date of the final rejection, even ,f 
timely filed, may reduce any earned patent term adjustment. See 37 CFR 1 .704(b). 

1 1E! A Notice of Appeal was filed on na November 2001 . Appellant's Brief must be filed within the period set forth in 

37 CFR 1 .192(a), or any extension thereof (37 CFR 1 .191 (d)), to avoid dismissal of the appeal. 
2.D The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see Note below); 

(c) □ they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 

issues for appeal; and/or 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . 

3-D Applicant's reply has overcome the following rejection(s): . 



4. Q Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment 

canceling the non-allowable claim(s). 

5. B The a)D affidavit, b)D exhibit, or cM request for reconsideration has been considered but does NOT place the 

application in condition for allowance because: See Continuation Sheet. 

6. D The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly 
raised by the Examiner in the final rejection. 

For purposes of Appeal, the proposed amendment(s) a)D will not be entered or b)K will be entered and an 
explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: U7. 
Claim(s) withdrawn from consideration: 
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8. D The proposed drawing correction filed on is a)D approved or b)D disapproved by the Examiner. 

9. D Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). . 
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Bradley L. Sisson 
Primary Examiner 
Art Unit: 1655 
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mntinuation of 5 does NOT place the application in condition for allowance because: While the claims have been amended to 

found in the disclosure. The recited method found in amended claim 1 does not necessar y result .n ^^^^SS^J^ 
review of the method of claim 1 finds that one is to start with, and ends with normal cells. Initially, one is , to .isolate the DMA from the 
noS oeU Sfy ifwi h tagged primers, then take that amplified-tagged DNA and use it in an in situ hybridization paction where the 
St si sample of study ceHs Interestingly, the DNA of the sample cells, which seemingly has the tagged extended primers p resent as 

genome of the "control cells," is then subjected to additional amplification with none other ^ than the same 
^fnfni^nLd [ntheS amplification step that was performed on the control/normal cells in step (a). Such an amplification jap 
wuld seemingly result in the generation of more of the same amplified, and tagged sequences, in.s secona ampMn^uon^ ^ » u,». 
S in I hybriSn reaction with normal cells (step (d)). The method does not require any partrt.on.ng of the first and second 
a^i^^reducte but seemingly does require the use of a combined first and second amplication product in the cohybridizatun 
stereo fd\ Even When the cohybridization step is to be performed, the only thing that is being hybnd.zed and detected .s normal DNA 
ft ? ?no ^^dSh^MbSm of a tagged probe set to normal DNA will result in the requisite detection of any change in copy 
^^S^S^XSU the target is normal. As presently worded, it wou.d appear that ^^"gJKS^ 
amolification and quantification of polyA/T sequences that are found at the end of every mammalian gene The spe cification has not i set 
forth m Sra^re by^Sch an increase or decrease of such a sequence could be readily determined. Applicant ,s urged tc .give ^careful 
cTsJera^ method found in the disclosure can be represented in the claims such that the requisite end result 

can be realized. 

In the even that an appeal brief is to be filed, claims 1-7 would be rejected under 35 USC 1 1 2, first paragraph, as not being enabling for 
the method as presently claimed. 

Claims 1-5 and 8 would remain rejected under 35 USC 1 1 2, first paragraph, as not satisfying the written descriptor ' "^^«,t While 
arSlicant has presented argumen at page 5 of the response wherein attention is directed to the amendments made to the claims i is 
noted supra ^SS^SSSL does not enable the claimed method and as such, the specification ^J^^^SStym 
wr tten deSption of said claimed method so as to reasonably convey that applicant was in P°sje™ 5™£2T tK soeSatton 
respect to the kit of claim 8, it is noted that here applicant is claiming a profoundly large genus of chemKja »mplexes g TJe spe^ficaton 

Wr?a s^^^^ 

species exemplified do not meet the test for an adequate number. In support of this position, attention is directed to tne decision 
Shokal, 113 USPQ 283 (CCPA 1957) wherein is stated: 



do S however 11 any deMe number of secies »hich »ill establish completion of a generic in.ent.on and ,t seems jf^JJ*™ 
ZtSZZS'X depending on tii circumstances of particular cases. Thus Mhe ^™^^^„"ffi , m. 

Ssl^^^ 

*** 

We are of the opinion that a genus containing such a large number of species cannot properly be identified by the mere recitation or 

is, the situation is otherwise. 

Sr^cS^^ 

ADDlicanfs araument at page 6 of the response that the rejection of claim 8 under 35 USC 103(a) is improper as the cited prior art does 

art so long as the prior art reasonably suggests combining these same elements .n a k. for any other purpose *™ f PJJ" ^ 

the Final Office action the prior art correctly suggests just such components or elements and the rejection correctly identifies why one .or 
ordinal 3 in the S'io*^ Sn motivated to have compiled same. Accordingly, the rejection is proper and has been ma.ntamed. 

Applicant's request for the withdrawal of finality is also not persuasive, as applicant has filed a Notice ol ^|^^^gS^f 
the right to appeal any claim that ahs been either finally rejected, or has been rejected twice by the i Office the aspect ^ apphcant having 
filed an appeal in the case further signifies that prosecution on the merits is appropriately closed. Accordingly, the request for the Office 
reopen prosecution on the merits is DISMISSED. 
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